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DETAILED ACTION 
Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 42-44 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. Claims 42-44 are rejected under 35 U.S.C. 112, 
second paragraph, as being indefinite in that it fails to point out what is included or 
excluded by the claim language. This claim is an omnibus type claim. 



Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 



(e) the invention was described in- 

(1) an application for patent, published under section 122(b), by another filed in the United States 
before the invention by the applicant for patent, except that an international application filed under the 
treaty defined in section 351(a) shall have the effect under this subsection of a national application 
published under section 122(b) only if the international application designating the United States was 
published under Article 21 (2)(a) of such treaty in the English language; or 

(2) a patent granted on an application for patent by another filed in the United States before the 
invention by the applicant for patent, except that a patent shall not be deemed filed in the United 
States for the purposes of this subsection based on the filing of an international application filed under 
the treaty defined in section 351(a). 

4. Claims 1- 16, 20 and 45-49 are rejected under 35 U.S.C. 102(e) as being 



anticipated by U.S. Patent No. 6,322,256 to inada et al. 
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Referring to claims 1 , Inada et al. discloses all the limitations of the claimed 
invention. Inada et al. discloses a ferrule (10) having a capillary (2) extending axially 
through the ferrule, and at least four optical fibers (5) positioned inside of the capillary. 
Inada also discloses that the capillary and the outer dimensions of the fiber need to 
satisfy certain relationships or tolerances. See col. 1 , lines 53 through col. 2, lines 56. 
It is inherent that all fibers would be produced to satisfy certain predetermined 
tolerances for core concentricity and certain tolerances for the outer dimension of the 
cladding. 

Referring to claims 2 and 3, Inada et al. discloses all the limitations of the 
claimed invention. Inada et al. discloses that the tolerances of the capillary are within 
±i//w . See col. 6, lines 16-45. 

Referring to claim 4, Inada et al. discloses all the limitations of the claimed 
invention. Inada et al. discloses that the tolerances of the capillary are within ±ipm . 

See col. 6, lines 16-45. It is clear that a tolerance of ±o.5//m would fall within the 

tolerances disclosed by Inada et al. 

Referring to claims 5 and 8, Inada et al. discloses all the limitations of the 
claimed invention. Inada et al. shows that the capillary may be substantially a 
parallelogram or it may be rectangular. Inada et al. discloses that the length of the 
sides of the capillary are given by nD<L< o +o.05)D , where D is the outer diameter of the 

fiber, L is the dimension of the capillary and n is the number of fibers along that 
dimension of the capillary. See col. 8, lines 16-39. It is clear that the claimed 
tolerances where z = (2D) + 2.0/zw are within the range disclosed by Inada et al. 
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Referring to claims 6 and 9, Inada et al. discloses all the limitations of the 
claimed invention. Inada et al. shows that the capillary may be substantially a 
parallelogram or it may be rectangular. Inada et al. discloses that the length of the 
sides of the capillary are given by nD<L<(n +o.05)£> , where D is the outer diameter of the 

fiber, L is the dimension of the capillary and n is the number of fibers along that 
dimension of the capillary. See col. 8, lines 16-39. It is clear that the claimed 
tolerances where I = (2D) + i.0//w are within the range disclosed by Inada et al. 

Referring to claims 7 and 10, Inada et al. discloses all the limitations of the 
claimed invention. Inada et al. shows that the capillary may be substantially a 
parallelogram or it may be rectangular. Inada et al. discloses that the length of the 
sides of the capillary are given by nD <l< (« +o.05)£> , where D is the outer diameter of the 

fiber, L is the dimension of the capillary and n is the number of fibers along that 
dimension of the capillary. See col. 8, lines 16-39. It is clear that the claimed 
tolerances where l = (2D)+o.5//w are within the range disclosed by Inada et al. 

Referring to claim 1 1 , Inada et al. discloses all the limitations of the claimed 
invention. Inada et al. discloses that the length of the sides of the capillary are given by 
nD <L< (n +o.05)D , where D is the outer diameter of the fiber, L is the dimension of the 

capillary and n is the number of fibers along that dimension of the capillary. See col. 8, 
lines 16-39. It is clear that the claimed tolerances of l = (2D)+a+2.0//w , where A is the 

minimum distance between the surfaces of adjacent fibers, are within the range 
disclosed by Inada et al. It is inherent within the invention of Inada et al. that the space 
between adjacent fibers as small as possible. 
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Referring to claim 12, Inada et al. discloses all the limitations of the claimed 
invention. Inada et al. discloses that the length of the sides of the capillary are given by 
nD<L< (n +o.05)D , where D is the outer diameter of the fiber, L is the dimension of the 

capillary and n is the number of fibers along that dimension of the capillary. See col. 8, 
lines 16-39. It is clear that the claimed tolerances of i = (2D)+a+i.O/^ , where A is the 

minimum distance between the surfaces of adjacent fibers, are within the range 
disclosed by Inada et al. It is inherent within the invention of Inada et al. that the space 
between adjacent fibers as small as possible. 

Referring to claim 1 3, Inada et al. discloses all the limitations of the claimed 
invention. Inada et al. discloses that the length of the sides of the capillary are given by 
nD<L<> (w +o.05)£> , where D is the outer diameter of the fiber, L is the dimension of the 

capillary and n is the number of fibers along that dimension of the capillary. See col. 8, 
lines 16-39. It is clear that the claimed tolerances of l = (2D)+a+o.5^ , where A is the 

minimum distance between the surfaces of adjacent fibers, are within the range 
disclosed by Inada et al. It is inherent within the invention of Inada et al. that the space 
between adjacent fibers as small as possible. 

Referring to claim 14, Inada et al. discloses all the limitations of the claimed 
invention. Inada et al. discloses that the length of the sides of the capillary are given by 
nD<L<( n + o.05)D , where D is the outer diameter of the fiber, L is the dimension of the 

capillary and n is the number of fibers along that dimension of the capillary. See col. 8, 
lines 16-39. It is clear that the dimensions of L = (3D) + 2.0{im are within the range 

disclosed by Inada et al. when n=3. 
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Referring to claim 15, Inada et al. discloses all the limitations of the claimed 
invention. Inada et al. discloses that the length of the sides of the capillary are given by 
nD<L< o +o.05)£> , where D is the outer diameter of the fiber, L is the dimension of the 

capillary and n is the number of fibers along that dimension of the capillary. See col. 8, 
lines 16-39. It is clear that the claimed tolerances of L = (3D) + i.0//m are within the range 
disclosed by Inada et al. when n=3. 

Referring to claim 16, Inada et al. discloses all the limitations of the claimed 
invention. Inada et al. discloses that the length of the sides of the capillary are given by 
nD<L< (n +o.05)D , where D is the outer diameter of the fiber, L is the dimension of the 

capillary and n is the number of fibers along that dimension of the capillary. See col. 8, 
lines 16-39. It is clear that the claimed tolerances of l = (3£>)+o.5/«w are within the range 
disclosed by Inada et al. when n=3. 

Referring to claim 20, Inada et al. discloses a ferrule (10) having a capillary (2) 
extending axially through the ferrule and at least four optical fibers positioned inside of 
the capillary, where the ferrule is formed from to two members and the capillary is 
formed from two matching grooves in the two members. See col. 6, lines 45-48. 

Referring to claim 45, Inada et al. discloses all the limitations of the claimed 
invention. Inada et al. discloses a fiber ferrule, wherein the ferrule comprises a 
cylindrical glass rod comprising at least one capillary, wherein the capillary configuration 
is a rounded square or rounded rectangle. 

Referring to claim 46, Inada et al. discloses all the limitations of the claimed 
invention. Inada et al. discloses a fiber ferrule, wherein at least tow pair of optical fibers 
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define a separation distance, and the capillary supports that the separation distances 
are is may be equal and is as small as possible. 

Referring to claims 47 and 48, Inada et aL discloses all the limitations of the 
claimed invention. Inada et al. discloses that the tolerances of the capillary are within 
±\vm . See col. 6, lines 16-45. 

Referring to claim 49, Inada et al. discloses all the limitations of the claimed 
invention. Inada et al. discloses that the tolerances of the capillary are within ±\fim . 

See col. 6, lines 16-45. It is clear that a tolerance of ±o.5//w would fall within the 
tolerances disclosed by Inada et al. 

5. Claims 26 and 37-41 are rejected under 35 U.S.C. 102(e) as being anticipated by 
U.S. Patent No. 6,364,539 to Shahid. 

Referring to claim 26, Shahid discloses all the limitations of the claimed 
invention. Shahid fiber optic assembly, including a ferrule (10) having at least two fiber 
capillaries extending axially through the ferrule and at least four optical fibers (16) 
positioned inside the capillaries. See the figures of the reference. It is inherent within 
the invention that the capillaries and optical fibers satisfy predetermined tolerances. 

Referring to claim 37, Shahid discloses all the limitations of the claimed 
invention. Shahid discloses the capillaries are formed from two wafers (14), each of the 
wafers comprising matching grooves (58) that form the capillaries when the wafers are 
aligned. 
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Referring to claim 38, Shahid discloses all the limitations of the claimed 
invention. Shahid discloses the wafers (14) also comprise matching alignment grooves 
(60). 

Referring to claim 39, Shahid discloses all the limitations of the claimed 
invention. Shahid discloses alignment pins positioned in the alignment grooves. 

Referring to claim 40, Shahid discloses all the limitations of the claimed 
invention. Shahid discloses an optical fiber ferrule (10) including, a pair of silicon wafers 
(14), each wafer having at least one fiber groove (58) positioned such that the fiber 
grooves match with the fiber grooves on the other wafer to support the optical fibers and 
each wafer also having at leas one alignment groove (60), wherein the position of each 
of the at least one alignment grooves match the position of alignment grooves on the 
other wafer such that the alignment grooves act together to support at least one 
alignment pin. 

Referring to claim 41, Shahid discloses all the limitations of the claimed 
invention. Shahid discloses alignment pins positioned in the alignment grooves. 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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7. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

8. Claims 17-19 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
U.S. Patent No. 6,322,256 to Inada et al. 

Referring to claim 17, Inada et al. discloses all the limitations of the claimed 
invention, except Inada et al. does not appear to specifically disclose that the tolerance 
for core concentricity is i.O/wi or that the tolerance for ovality of the fibers is 0.8 percent. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to utilize these tolerances, since it has been held that discovering 
an optimum value of a result effective variable involves only routine skill in the art. In re 
Boesch, 617 F. 2d 272, 205 USPQ 215 (CCPA 1980). 

Referring to claim 18, Inada et al. discloses all the limitations of the claimed 
invention, except Inada et al. does not appear to specifically disclose that the tolerance 
for core concentricity is o.Spm or that the tolerance for ovality of the fibers is 0.4 percent. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to utilize these tolerances, since it has been held that discovering 
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an optimum value of a result effective variable involves only routine skill in the art. In re 
Boesch, 617 F. 2d 272, 205 USPQ 215 (CCPA 1980). 

Referring to claim 19, Inada et al. discloses all the limitations of the claimed 
invention, except Inada et al. does not appear to specifically disclose that the tolerance 
for core concentricity is o.i//w or that the tolerance for ovality of the fibers is 0.12 

percent. It would have been obvious to one having ordinary skill in the art at the time 
the invention was made to utilize these tolerances, since it has been held that 
discovering an optimum value of a result effective variable involves only routine skill in 
the art. In re Boesch, 617 F. 2d 272 t 205 USPQ 215 (CCPA 1980). 

9. Claims 21-25 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
U.S. Patent No. 5,608,827 to Boscher et al. in view of U.S. Patent No. 6,364,539 to 
Shahid. 

Referring to claim 21, Boscher et al. discloses all the limitations of the claimed 
invention, except Boscher doesn't appear to disclose each wafer including a least one 
alignment groove which form an alignment capillary when the wafers are aligned. 
Shahid discloses a ferrule similar to that of the claimed invention that includes alignment 
grooves (40) for the purpose of ensuring that the support members remain properly 
aligned. See the figures of the reference. Since Boscher et al. and Shahid are both 
from the same field of endeavor, the purpose disclosed by Shahid would have been 
recognized in the pertinent art of Boscher et al. It would have been obvious at the time 
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the invention was made to a person having ordinary skill in the art to utilize alignment 
grooves for ensuring that the support members remain properly aligned. 

Referring to claim 22, Boscher et al. in view of Shahid discloses all the limitations 
of the claimed invention. Shahid discloses an alignment pin positioned in the alignment 
capillary formed by the alignment grooves. 

Referring to claim 23-25, Boscher et al. in view of Shahid discloses all the 
limitations of the claimed invention. Shahid does not appear to specifically disclose that 
the tolerance for the diameter of the alignment rod is i.o^m , i.o^m or o.s^m . It would 

have been obvious to one having ordinary skill in the art at the time of the invention was 
made to utilize precise tolerances, since it has been held that discovering an optimum 
value of a result effective variable involves only routine skill in the art. In re Boesch, 617 
F.2d 272, 205 USPQ 215 (CCPA 1980). 

10. Claims 26-32 and 34-36 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over U.S. Patent No. 6,322,256 to Inada et al. 

Referring to claim 26, Inada et al. discloses all the limitations of the claimed 
invention, except Inada et al. does not disclose more than one fiber capillary extending 
axially though the ferrule. It would have been obvious one having ordinary skill at the 
time the invention was made to have multiple fiber capillaries, since in has been held 
that mere duplication of the essential working parts of a device involves only routing skill 
in the art. St. Regis Paper Co. v. Bemis Co., 193 USPQ 8. 
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Referring to claims 27 and 28, Inada et al. discloses all the limitations of the 
claimed invention. Inada et aL discloses that the tolerances of the capillary are within 
±\pn . See col. 6, lines 16-45. 

Referring to claim 29, Inada et al. discloses all the limitations of the claimed 
invention. Inada et al. discloses that the tolerances of the capillary are within ±\/um . 

See col. 6, lines 16-45. It is clear that a tolerance of ±o.5/wi would fall within the 
tolerances disclosed by Inada et al. 

Referring to claim 30, Inada et al. discloses all the limitations of the claimed 
invention. Inada et al. discloses that the length of the sides of the capillary are given by 
nD<L<(n +o.05)D , where D is the outer diameter of the fiber, L is the dimension of the 

capillary and n is the number of fibers along that dimension of the capillary. See col. 8, 
lines 16-39. It is clear that the claimed tolerances of l = (2D)+a+2.0//™ , where A is the 

minimum distance between the surfaces of adjacent fibers, are within the range 
disclosed by Inada et al. It is inherent within the invention of Inada et al. that the space 
between adjacent fibers as small as possible. 

Referring to claim 31, Inada et al. discloses all the limitations of the claimed 
invention. Inada et al. discloses that the length of the sides of the capillary are given by 
nD<L< (w +o.05)D , where D is the outer diameter of the fiber, L is the dimension of the 

capillary and n is the number of fibers along that dimension of the capillary. See col. 8, 
lines 1 6-39. It is clear that the claimed tolerances of l = (2D) + a + 1 .Opm , where A is the 

minimum distance between the surfaces of adjacent fibers, are within the range 



i 

Application/Control Number: 09/945,314 Page 13 

Art Unit: 2874 

disclosed by Inada et al. It is inherent within the invention of Inada et al. that the space 
between adjacent fibers as small as possible. 

Referring to claim 32, Inada et al. discloses all the limitations of the claimed 
invention. Inada et al. discloses that the length of the sides of the capillary are given by 
nD<L<: (n +o.05)D , where D is the outer diameter of the fiber, L is the dimension of the 

capillary and n is the number of fibers along that dimension of the capillary. See col. 8, 
lines 16-39. It is clear that the claimed tolerances of l = (2D) + a+o.5//w , where A is the 

minimum distance between the surfaces of adjacent fibers, are within the range 
disclosed by Inada et al. It is inherent within the invention of Inada et al. that the space 
between adjacent fibers as small as possible. 

Referring to claim 33, Inada et al. does not appear to specifically disclose that the 
capillary cross-sections are substantially oval. It would have been obvious matter of 
design choice to form a capillary that is substantially oval, since applicant has not 
disclosed that making the capillary oval solves any stated problem or is for any 
particular purpose and it appears that the invention would perform equally well in other 
shapes. 

Referring to claim 34, Inada et al. discloses all the limitations of the claimed 
invention, except Inada et al. does not appear to specifically disclose that the tolerance 
for core concentricity is i.Opm or that the tolerance for ovality of the fibers is 0.8 percent. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to utilize these tolerances, since it has been held that discovering 
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an optimum value of a result effective variable involves only routine skill in the art. In re 
Boesch, 817 F. 2d 272, 205 USPQ 215 (CCPA 1980). 

Referring to claim 35, Inada et al. discloses all the limitations of the claimed 
invention, except Inada et al. does not appear to specifically disclose that the tolerance 
for core concentricity is o.s^m or that the tolerance for ovality of the fibers is 0.4 percent. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to utilize these tolerances, since it has been held that discovering 
an optimum value of a result effective variable involves only routine skill in the art. In re 
Boesch, 617F.2d 272, 205 USPQ 215 (CCPA 1980). 

Referring to claim 36, Inada et al. discloses all the limitations of the claimed 
invention, except Inada et al. does not appear to specifically disclose that the tolerance 
for core concentricity is o.ipm or that the tolerance for ovality of the fibers is 0.12 

percent. It would have been obvious to one having ordinary skill in the art at the time 
the invention was made to utilize these tolerances, since it has been held that 
discovering an optimum value of a result effective variable involves only routine skill in 
the art. In re Boesch, 617 F. 2d 272, 205 USPQ 215 (CCPA 1980). 

Conclusion 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kevin S Wood whose telephone number is (703) 605- 
5296. The examiner can normally be reached on Monday-Thursday (7am - 5:30 pm). 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rodney B Bovernick can be reached on (703) 308-4819. The fax phone 
numbers for the organization where this application or proceeding is assigned are (703) 
872-9318 for regular communications and (703) 872-9319 for After Final 
communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 307- 
0956. 



KSW 

January 9, 2003 




Brian Healy 
Primary Barnfoer 



